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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The terms "downwardly" and "upwardly" in claims 15 and 29 are relative terms 
which renders the claim indefinite. The terms "downwardly" and "upwardly" are not 
defined by the claims, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-9, 11-23, 25-36 and 38-73 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US patent 4526406, Nelson. 

In regards to claim 1 , in Figure 3 below, Nelson discloses a connector, 
comprising: 
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a first end adapted to be coupled to a first component (having any convenient 
size and shape); 

a plurality of locking segments (26, 28) that, when actuated, are adapted to 
secure said first component to a second component (having any convenient size and 
shape), wherein each of said plurality of locking segments comprises: 

a first primary locking shoulder that is adapted to engage a first surface on said 
first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel (22) that, when actuated, is adapted to engage each of said 
plurality of locking segments at at least three discrete, spaced apart engagement areas. 
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In regards to claim 2, in Figure 3 above, Nelson discloses at least one of said 
engagement areas is a substantially flat engagement area defined by the engagement 
of substantially flat surfaces. 

In regards to claim 3, in Figure 3 above, Nelson discloses all of said engagement 
areas are substantially flat engagement areas defined by the engagement of 
substantially flat surfaces. 
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In regards to claim 4, in Figure 3 above, Nelson discloses at least one of said 
engagement areas (84) is a tapered engagement area defined by the engagement of 
tapered surfaces. 

In regards to claim 5, Nelson discloses all of said engagement areas are tapered 
engagement areas (with respect to any convenient reference plane) defined by the 
engagement of tapered surfaces. 

In regards to claim 6, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 7, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 8, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 

In regards to claim 9, Nelson discloses at least one indicator rod (86) that is 
operatively coupled to said locking mandrel and adapted to indicate a position of said 
locking mandrel. 

In regards to claim 1 1 , Nelson discloses each of said plurality of locking 
segments further comprises: 

a first secondary shoulder on said locking segment that is adapted to engage a 
first secondary shoulder on said first component; and 
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a second secondary shoulder on said locking segment that is adapted to engage 
a second secondary shoulder on said second component. 

In regards to claim 12, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 13, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 14, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 15, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 

In regards to claim 16, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 

In regards to claim 17, Nelson discloses a secondary release piston positioned 
below said primary piston, said secondary release piston adapted to, when actuated, 
cause said primary piston to move. 

In regards to claim 18, Nelson discloses a connector, comprising: 

a first end adapted to be coupled to a first component; 
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a plurality of locking segments that, when actuated, are adapted to secure said 
first component to a second component, wherein each of said plurality of locking 
segments comprises: 

a first primary locking shoulder that is adapted to engage a first surface on said 
first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel that, when actuated, is adapted to engage each of said 
plurality of locking segments at at least two discrete, spaced apart substantially flat 
engagement areas, wherein said substantially flat engagement surfaces are 
substantially parallel to an axis of said first and second components when mated. 

In regards to claim 19, Nelson discloses said connector is engaged at at least 
three discrete, spaced apart substantially flat engagement areas. 

In regards to claim 20, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 21 , Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 22, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 
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In regards to claim 23, Nelson discloses comprising at least one indicator rod that 
is operatively coupled to said locking mandrel and adapted to indicate a position of said 
locking mandrel. 

In regards to claim 25, Nelson discloses each of said plurality of locking 
segments further comprises: a first secondary shoulder on said locking segment that is 
adapted to engage a first secondary shoulder on said first component; and a second 
secondary shoulder on said locking segment that is adapted to engage a second 
secondary shoulder on said second component. 

In regards to claim 26, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 27, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 28, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 29, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 

In regards to claim 30, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 
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In regards to claim 31, Nelson discloses a secondary release piston positioned 
below said primary piston, said secondary release piston adapted to, when actuated, 
cause said primary piston to move. 

In regards to claim 32, Nelson discloses a connector, comprising: 

a first end adapted to be coupled to a first component; 

a plurality of locking segments that, when actuated, are adapted to secure said 
first component to a second component, wherein each of said plurality of locking 
segments comprises: a first primary locking shoulder that is adapted to engage a first 
surface on said first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel that, when actuated, is adapted to engage each of said 
plurality of locking segments at three discrete, spaced apart, substantially flat 
engagement areas. 

In regards to claim 32, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 34, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 35, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 
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In regards to claim 36, Nelson discloses comprising at least one connector rod 
that is operatively coupled to said locking mandrel and adapted to indicate a position of 
said locking mandrel. 

In regards to claim 38, Nelson discloses at least one of said substantially flat 
areas is axially positioned between said first and second primary shoulders and laterally 
offset therefrom. 

In regards to claim 39, Nelson discloses each of said plurality of locking 
segments further comprises: 

a first secondary shoulder on said locking segment that is adapted to engage a 
first secondary shoulder on said first component; and 

a second secondary shoulder on said locking segment that is adapted to engage 
a second secondary shoulder on said second component. 

In regards to claim 40, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 41 , Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 42, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 43, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
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surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 

In regards to claim 44, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 

In regards to claim 45, Nelson discloses comprising a secondary release piston 
positioned below said primary piston, said secondary release piston adapted to, when 
actuated, cause said primary piston to move. 

In regards to claim 46, Nelson discloses a connector, comprising: a first end 
adapted to be coupled to a first component; a plurality of locking segments that, when 
actuated, are adapted to secure said first component to a second component, wherein 
each of said plurality of locking segments comprises: a first primary locking shoulder 
that is adapted to engage a first surface on said first component, and a second primary 
locking shoulder that is adapted to engage a second surface on said second 
component; and a locking mandrel that, when actuated, is adapted to engage each of 
said plurality of locking segments at three discrete, spaced apart, substantially flat 
engagement areas. 

In regards to claim 47, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 48, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 
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In regards to claim 49, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 

In regards to claim 50, Nelson discloses comprising at least one connector rod 
that is operatively coupled to said locking mandrel and adapted to indicate a position of 
said locking mandrel. 

In regards to claim 51 , Nelson discloses each of said plurality of locking 
segments further comprises: a first secondary shoulder on said locking segment that is 
adapted to engage a first secondary shoulder on said first component; and a second 
secondary shoulder on said locking segment that is adapted to engage a second 
secondary shoulder on said second component. 

In regards to claim 52, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 53, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 54, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 55, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 
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In regards to claim 56, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 

In regards to claim 57, Nelson discloses a connector, comprising: a first end 
adapted to be coupled to a first component; a plurality of means for securing said first 
component to a second component, each of said means for securing comprising: a first 
primary locking shoulder that is adapted to engage a first surface on said first 
component; and a second primary locking shoulder that is adapted to engage a second 
surface on said second component; and means for engaging each of said means for 
securing said first component to said second component at at least three discrete, 
spaced apart engagement areas. 

In regards to claim 58, Nelson discloses said plurality of means for securing said 
first component to said second component comprises a plurality of locking segments, 
each of which are adapted to, when actuated, engage said first and second 
components. 

In regards to claim 59, Nelson discloses said means for engaging each of said 
means for securing said first component to said second component comprises a locking 
mandrel. 

In regards to claim 60, Nelson discloses a means for actuating said means for 
engaging each of said plurality of securing means. 

In regards to claim 61 , Nelson discloses said means for actuating said means for 
engaging comprises a piston operatively coupled to said means for engaging. 
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In regards to claim 62, Nelson discloses a secondary release means for 
disengaging said means for engaging each of the means for securing said first 
component to said second component. 

In regards to claim 63, Nelson discloses said secondary release means 
comprises a piston. 

In regards to claim 64, Nelson discloses at least one of said engagement areas is 
a substantially flat engagement area defined by the engagement of substantially flat 
surfaces. 

In regards to claim 65, Nelson discloses all of said engagement areas are 
substantially flat engagement areas defined by the engagement of substantially flat 
surfaces. 

In regards to claim 66, Nelson discloses 6 at least one of said engagement areas 
is a tapered engagement area defined by the engagement of tapered surfaces. 

In regards to claim 67, Nelson discloses all of said engagement areas are 
tapered engagement areas defined by the engagement of tapered surfaces. 

In regards to claim 68, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 69, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 
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In regards to claim 70, Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 71 , Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 72, Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 73, Nelson discloses said primary piston is positioned within a 
body of said connector. 

Response to Arguments 

Applicant's arguments filed 9/2/2008 have been fully considered but they are not 
persuasive. 

Applicant argues that "the use of the words 'upwardly facing' and 'downwardly 
facing' are used in their normal sense, i.e., up or down relative to the ground", and 
therefore not indefinite. The Examiner disagrees. If the center axis of the connecter is 
normal to the ground then upwardly and downwardly makes sense, but if the center axis 
of the connecter is parallel to the ground then upwardly and downwardly does not make 
sense, which renders the claim indefinite. 

Applicant argues that Examiner has ignored the "adapted to" function. The 
Examiner disagrees. The Examiner has given the "adapted to" function all of the 
patentable weight it is entitled to. The MPEP recites: 
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2111.04 [R-3] "Adapted to," "Adapted for," "Wherein," and "Whereby" 
Clauses 

'.'L-iiui scope is not hunted In claim jMietiiit-e that suggests 01 makes optional bin doc* nol 
require steps to be performed, or bv claim language thai does not limit a claim lo a 
particular structure. However, examples oiclaiiu language, although not exhaustive, that 
may raise a question as to (he limiting elloct ol the language in a claim are: 

( A) - adapted 1. 1 " or "adapted lor " elatises. 

<B) " wherein " clauses; and 

(( ' J " whereby " clauses. 



The determination of whether each of these clauses is a limitation in a claim depends 
on die specific facts of die case. In Hoffer v. Microsoft Corp., 405 F.3d 1326. 1329, 
74 USPQ2d 1481, 1483 (Fed. Cir. 2005). die court held diat when a '-whereby' clause 
stales a condition thai is material lo patentability it cannot be ignored in order lo change 
tlie substance of the invention.' hi Howexer. Ihc court noted (quotim; Minton v. Nat 7 
Ass '» of Securities Dealers, Inc.. 336 F.3d 1373. 1381. 67 USPQ2d 1614, 1620 (Fed. 
Cir. 2003 )) that a 'Whereby clause m a method claim is not giv en weight when H simply 
expresses the intended result of a process step positively recited."' hi. 

1 173.05(g) [R-31 Functional Limitations 

\ liuislioiKil limitation i. ; n i allempl lo dcline soiiiclliinc In v.hal il docs, rather than bv 
what it is is a as cv idencol In it'- <tpcvifk slriictuie ■ n specif, ingredients 1 I here is 

iit'tliiiii! inhci entlv v\i one villi vL Inline sans pail "I an in- enli 11 liiiietu anil Icnns. 

runsii.in.il language docs nol in and ofitself render a claim iinpropei f» . .. Su mehtirl. 
439 F.2d 210. 169 USPQ 226 (CCPA 1971). 

\ Innclional limitation mil I tic evaluated ami coiisidcicd pisl like am olhci limitation ol 
the claim, tor what it fairh eonvevs lo a person of ordinal') skill in the pcrtincnl an in the 
eontext in which it is used. A Junctional imitation is often used in association with an 
element ingredient or step of a pis ices, to define a particular capahililv or purpose thai 
is sun ed l>\ the recited clem nl in iedi.nl i I p hi 

Safari Hater Filtration Syx. Int., 381 F.3d 1111, 1117-20. 72 USPQ2d 1001, 1006- 
0X il ed i :ir. 2004i the cowl noted thai the claim Icon "operaliveK connected is a 
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Further, the Examiner has addressed the functional claim limitation by stating 
that a first and second component can have any convenient size and shape. Several 
examples of first and second components that would be adapted to functional with the 
claimed coupling are illustrated in following patents. 



US 5,470,111 


Nelson et al 


1 st component-18 


2 nd component-20 


US 5,320,388 


Lacy et al 


1 st component-10 


2 nd component-18 


US 4,709,946 


Hunter 


1 st component-14,26 


2 nd component-32 


US 3,811,710 


Dula et al 


1 st component-12 


2 nd component-18 


US 3,620,555 


Hinds et al 


1 st component-2 


2 nd component-3 


US 3,192,612 


Elliot et al 


1 st component-10, 11 


2 nd component— 13,15 


US 2,086,151 


Bannerman 


1 st component-1 


2 na component-2 


US 1,953,172 


Griffiths 


1 st component-1 


2 nd component-3 



The Examiner has given the "adapted to" function all of the patentable weight it is 
entitled to. 

Furthermore, the Examiner has not applied a 112 2 nd paragraph rejection stating 
that the claims are vague and indefinite because Applicant has used "adapted to" 
language. The language in the presently present claims is readily understandable; 
however, the limitations associated with such language must not be considered a 
positively recited limitation. Therefore, Nelson meets the functional limitation of being 
adapted to engage a first and second component. 
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Applicant argues that Nelson fails to disclose all of the engagement surfaces 
being substantially flat surfaces. The Examiner disagrees. The claim does not exclude a 
flat inclined surface or flat tapered surface, as the surfaces only need to be substantially 
flat. In Figure 3 above, Nelson clearly illustrates all of the engagement surfaces being 
substantially flat surfaces. 

Applicant argues that Nelson fails to disclose a connector that is threadingly 
coupled to a first component. The Examiner disagrees. As the first and second 
components are "adapted to" connect with the connector, and not considered part of the 
claimed invention, the Examiner interprets the claim language as being adapted to 
threadingly couple to a first component. Therefore, Nelson meets the claim limitation. 

Applicant argues that Nelson fails to disclose each of the locking segments have 
first and second secondary shoulders that area adapted to engage first and second 
secondary shoulders on the first and second components, respectively. The Examiner 
disagrees. Several examples of first and second components that would be adapted to 
functional with the claimed coupling are illustrated in patents listed in the table above. 
Therefore, Nelson meets the claim limitation. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron M. Dunwoody whose telephone number is 571- 
272-7080. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on 571-272-7087. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



.amd 



/Aaron M Dunwoody/ 

Primary Examiner, Art Unit 3679 



